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REMARKS 

Reconsideration and withdrawal of the rejections of this application and consideration 
and entry of this paper are respectfully requested in view of the herein remarks, which place the 
application in condition for allowance. 

I. STATUS OF CLAIMS AND FORMAL MATTERS 

Claims 1-10 are pending in this application. No new matter has been added by this 
amendment. 

It is submitted that the claims, herewith and as originally presented, are patentably 
distinct over the prior art cited in the Office Action, and that these claims were in full compliance 
with the requirements of 35 U.S.C. § 1 12. The amendments of the claims, as presented herein, 
are not made for purposes of patentability within the meaning of 35 U.S.C. §§§§ 101, 102, 103 
or 1 12. Rather, these amendments and additions are made simply for clarification and to round 
out the scope of protection to which Applicants are entitled. 

II. THE REJECTIONS UNDER 

35 U.S.C. 112, 1 st PARAGRAPH HAVE BEEN OVERCOME 

Claims 1-10 were rejected as allegedly being only enabling for the substituents disclosed 
in the specification and failing to be enabled for all of the substituents encompassed by the claim 
recitations of "substituted". 

It has long been held (and believed still to be PTO policy) that rejection based on lack of 
enablement would follow an analysis of the Wands -factors (see MPEP 2164.01(a)). These 
factors include, but are not limited to; 

(A) The breadth of the claims; 

(B) The nature of the invention; 

(C) The state of the prior art; 

(D) The level of one of ordinary skill; 

(E) The level of predictability in the art; 

(F) The amount of direction provided by the inventor; 

(G) The existence of working examples; and 

(H) The quantity of experimentation needed to make or use the invention based on the content of 
the disclosure. 
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MPEP 2164.01(a) further states: "It is improper to conclude that a disclosure is not 
enabling based on an analysis of only one of the above factors while ignoring one or more of the 
others. The examiner's analysis must consider all the evidence related to each of these factors, 
and any conclusion of nonenablement must be based on the evidence as a whole. 858 F.2d at 
737, 740, 8 USPQ2d at 1404, 1407 {In re Wands)" - emphasis added. 

Although not specifically stated, it was presumed that the Examiner considered the 
claims to be broad but did not address why breadth alone would be considered non-enabling, i.e. 
it is not a requirement for patentability that all of the compounds within the scope of the claims 
be enabling; there is no evidence as to why one of ordinary skill in the art would not know which 
substitution would be inappropriate or that one of ordinary skill in the art would expect 
significant numbers of embodiments within the scope of the claims to be non-enabling. The 
examiner speculated on an "infinite number of reasons" but provides no evidentiary 
documentation to support his opinion. Given the sparse analysis of the Wands factors and the 
lack of evidentiary support for the factors that were addressed, there is no support for the holding 
that the claims would require undue experimentation for the applicants' claimed invention. 
Reconsideration and withdrawal of this rejection is requested. 

m. THE REJECTIONS UNDER 35 ILS.C. 102(e) HAVE BEEN OVERCOME 

Claims 1-10 were rejected as allegedly being anticipated by Bauer et al. (U.S. Patent No. 
6,861,493 - "Bauer"). 

The Bauer reference was filed on 20 February 2003 and this application claims foreign 
priority to German application 102 45 099 which was filed on 27 September 2002. Enclosed 
with this response is a certified English language translation of the foreign priority document. 
Therefore, the Bauer reference no longer qualifies as prior art under 102(e). 

Claim 10 was rejected as allegedly being anticipated by Boinowitz (U.S. Patent 
6,552,091). Claim 10 has been cancelled. The applicants reserve the right to pursue this subject 
matter in a continuing application MPEP 2131 reviews the standards for establishing anticipation 
and states in part that: 

(1) "A claim is anticipated only if each and every element set forth in the claim is found, 

either expressly or inherently described, in a single prior art reference." Verdegaal Bros. 
v. Union Oil Co. of California, 814 F.2d 628, 631, 2 USPQ2d 1051, 1053 (Fed. Cir. 
1987)"; and 
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(2) "The identical invention must be shown in as complete detail as is contained in 
the... claim." see Richardson v. Suzuki Motor Co., 868 F.2d 1226, 1236, 9 
USPQ2d, 1913, 1920 (Fed. Cir. 1989). 

Claim 10 is directed toward a method of reducing viscosity in a coating composition or 
an ink NOT the compounds themselves. However, the passages referred to by the Examiner 
only describes the compounds not their method of use. There is no bar to obtaining patentable 
subject matter for a new use with an old compound. Boinowitz is directed toward using their 
compounds as wetting agents not for a means of reducing viscosity in a coating composition or 
an ink. 

In addition, claim 10 was amended to highlight the fact that use of polyurethanes as 
thickeners (such as that described in U.S. Patent 4,155,892 cited by the Examiner) was 
discouraged because of their tendency to produce solutions which were too viscous for practical 
use. The applicants discovered that use of the compounds described in claim 10 with 
polyurethanes not only allowed for the reduction of viscosity but also allowed the polyurethane 
to maintain its thickener properties. 

Therefore, every element is not taught by the Boinowitz reference, nor is it taught in 
such detail that one of ordinary skill in the art armed with the Boinowitz reference alone without 
the applicants' claims would recognize that the Boinowitz reference discloses a means for 
reducing viscosity in a coating composition or an ink which contains polyurethane. 
IV. STATEMENT OF COMMON OWNERSHIP 

Application SN: 10/670,808 was filed on 25 September 2003. Application SN: 
10/670,808 and the Boinowitz reference (U.S. Patent 6,552,091) were subject to an assignment 
to Goldschmidt AG . The assignment record for the '808 application can be found at Reel 
014551, Frame 0435 (recorded on 25 September 2003). The assignment record for the '091 
patent can be found at Reel 01 1065, Frame 0712 (recorded on 24 August 2000). Both the '808 
application and the c 091 patent were reassigned to Goldschmidt GmbH and are listed in the 
assignment record which can be found at Reel 016038, Frame 0250 (recorded 20 May 2005). 
The applicants further attest that there was common ownership at the time the invention was 
made. The assignment record information cited above can be verified at 
http://assignments.uspto.gov/assignments/?db=pat 
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V. THE REJECTIONS UNDER 35 U.S.C. 103(a) HAVE BEEN OVERCOME 

Claims 1-10 were rejected as allegedly being obvious over Boinowitz, ibid, in view of 
Emmons et al. (U.S. Patent 4,155,892 - "Emmons 11 ). 

MPEP 706.02(1)(1) - Rejections Under 35 U.S.C. 102(e)/103; 35 U.S.C. 103(c) - states 
that "[effective November 29, 1999, subject matter which was prior art under former 35 U.S.C. 
103 via 35 U.S.C. 102(e) is now disqualified as prior art against the claimed invention if that 
subject matter and the claimed invention "were, at the time the invention was made, owned by 
the same person or subject to an obligation of assignment to the same person ." This change to 
35 U.S.C. 103(c) applies to all utility , design and plant patent applications filed on or after 
November 29, 1999 , including continuing applications filed under 37 CFR 1.53 (b), continued 
prosecution application filed under 37 CFR 1.53 (d), and reissues." (emphasis added) 

Given that this application was filed after November 29, 1999 (September 25, 2003) and 
that the applicants have attested that this application and the Boinowitz reference were subject to 
common ownership, the Boinowitz reference is disqualified as prior art for the purposes of 
103(a). 

MPEP 2143.03 states in part that "To establish prima facie obviousness of a claimed 
invention, all claim limitations must be taught or suggested by the prior art." In re Royka, 490 
F.2d 981, 180 USPQ 580 (CCPA 1974)". While the applicants would argue that the combination 
of Boinowitz and Emmons did not meet this standard, these arguments are rendered moot as 
Emmons was used by the Examiner as a supporting reference to address the deficiencies of 
Boinowitz, i.e. without Boinowitz, the Emmons reference alone does not teach or suggest all of 
the claim limitations and therefore, there is no prima facie case of obviousness. 

REQUEST FOR INTERVIEW 

In the interest of adhering to the tenets of compact prosecution and obtaining good 
customer service (see page 7 of the FY-2004 Performance and Accountability Report), the 
applicants request that the teachings of MPEP 707.07(j), sections II and III be applied, especially 
with regard to the offer of suggestion for correction by the Examiner if the rejections are upheld. 

In accordance with MPEP 713.01, section III, should any issue remain as an impediment 
to allowance, an interview with the Examiner and SPE are respectfully requested; and, the 
Examiner is additionally requested to contact the undersigned to arrange a mutually convenient 
time and manner for such an interview ("An interview should normally be arranged for in 
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advance, as by letter, facsimile, electronic mail, telegram or telephone call, in order to insure that 
the primary examiner and/or the examiner in charge of the application will be present in the 



In view of the remarks and amendments herewith, the application is believed to be in 
condition for allowance. Favorable reconsideration of the application and prompt issuance of a 
Notice of Allowance are earnestly solicited. The undersigned looks forward to hearing favorably 
from the Examiner at an early date, and, the Examiner is invited to telephonically contact the 
undersigned to advance prosecution. The Commission is authorized to charge any fee 
occasioned by this paper, or credit any overpayment of such fees, to Deposit Account No. 50- 



office." Id.). 



CONCLUSION 



0320. 



Respectfully submitted, 

FROMMER LAWRENCE & HAUG LLP 



By: 




Marilyn M. Brogan Howard C. Lee 
Reg. No. 3 1 ,233 Reg. No. 48, 1 04 
Telephone: (212) 588-0800 
Facsimile: (212) 588-0500 
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